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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 20 April 2005 . 
23)M This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parfe Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-30 is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) S The drawing{s) filed on 17 December 2001 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required If the drawlng(s) Is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims 1-30 have been considered but are moot in 
view of the new ground(s) of rejection. 

2. In the response to the last office action, the appHcant changed the scope of the claims by 
adding request messages between the first and second server, so that the content server transmits 
the content directly to the client, to all independent claims. As a result, a final amendment is 
necessitated even if the examiner provides a new art rejection. The examiner acknowledges that 
no new matter has been added by this amendment. 

3. Becaxise of the amendment, the claim rejection has been withdrawn. 

4. Regarding whether servers # 10 and #40 control the call (P. 9, hnes 23-25) and more 
specifically, the transmission of hold data, the examiner utilizes the embodiment in which the 
original multicast from server #10 is directed to the target phone #34 rather than to the called 
phone #24 (col. 5, lines 55-60). Aside from phone #24 sending a hold message (or busy signal, 
etc.) to the server, as drawn in the claims, phone #24 acts at most as simply another location 
through which the hold content is received and forwarded, with multicast server 10 (Fig. 3) 
providing the transmission of appropriate tones (col. 6, line 35 - col 7, line 20), with the proxy 
used to send messages between the server #10 and to one of the two aforementioned phones, 
based upon the particular embodiment (col. 5, Hnes 25-50). 

5. That said, Kozdon does not expressly disclose that server #40 generates request messages 
to server #10 or that server #10 then talks directly to phone #34, as added. Therefore, a new 
teaching will be added to Kozdon to teach these features. While the examiner does not make this 
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rejection at this time, he would like to remind the apphcant that the particular arrangement and 
communication between the two servers may be considered obvious under rearrangement of 
parts (see In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950)) and/or making parts 
separable (see In re Dulberg, 289 F.2d 522, 523, 129 USPQ 348, 349 (CCPA 1961)). See also 
MPEP 2144.04. 

Claim Rejections - 35 USC§103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1, 3, 4, 6, 7, 9, 10, 12, 13, 15, 16, 18, 19, 21, 22, 24, 25, 27, 28, 30 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Kozdon et al. (6,456,601) in view of 
Flockhart et al. (6,820,260). 

8. For claims 1,7, 13, 19, 25, Kozdon teaches a data communication system (abstract) for 
providing content transmission col. 1, line 1 - col. 3, line 45) upon placement of a call on hold 
(col. 3, lines 64-67), the system comprising: 

a. A server (Fig. 2, #40) configured to receive a message (col. 5, Hnes 33-44) from a 
first client (Fig. 2, #24) indicating the hold condition of the call with a second client (Fig. 
2, #34); and 

b. Another server (Fig. 2, #10) configured to store the content (col. 5, lines 45-53), 

c. Wherein the first server is configured to transmit a request message, in response 
to the hold condition, for performing call control on behalf of the first client by 



Application/Control Number: 10/016,110 Page 4 

Art Unit: 2145 

transmitting the request message to the other server to instruct the other server to transmit 
the content. 

9. Kozdon does not expressly disclose that the first server generates a request message or 
simply forwards a request message from another unit or that the second server transmits the 
content directly to the second cUent. Flockhart teaches a method (abstract) of providing content 
and applets to callers on hold (col. 1, line 1 - col 2, hne 65), where a first party (Fig. 1, #109) is 
called by a second party (Fig. 1, #99 and #100), and contacts an on-hold handling server (Fig. 1, 
#107) which then contacts a content server (Fig. 1, #103) separate from 107 (col. 3, lines 50-53), 
in which 107 sends information to 103 (coL 4, Unes 25-27) and 103 determines the content to 
provide to the caller (col. 4, lines 27-50). At the time the invention was made, one of ordinary 
skill in the art would have added Flockhart' s server separation method to Kozdon in order to 
ensure that the on-hold server's resources are not tied up (col. 1, lines 20-30). 

10. For claims 3,9, 15, 21, 27, Kozdon teaches that the content includes at least one of music 
and messaging (col. 5, lines 50-51). 

11. For claims 4, 10, 16, 22, 28, Kozdon teaches that the first chent selects the content for 
transmission to the second cUent (col. 6, lines 3-5). 

12. For claims 6, 12, 18, 24, 30, Kozdon teaches that the server sends a signaling message to 
the first client to instruct the first cHent to cease sending media to the second cUent (col. 4, hues 
60^65). 
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13. Claims 2, 8, 14, 20, 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kozdon and Flockhart as applied to claims 1, 7, 13, 19, 25 above, and further in view of Anjum 
et al. (US 2001/0028654). 

14. For claims 2, 8, 14, 20, and 26, Kozdon teaches that the server is configured to perform a 
proxying function (col. 5, line 33) according to an application layer protocol (col. 5, lines 18-27), 
but does not expressly disclose that the protocol includes a Session Initiation Protocol. Flockhart 
does not expressly disclose this limitation either. Anjum teaches a method (abstract) of 
providing telephony services (P. 1, Para 1 - P. 2, Para 15) in which functional application layers 
utilize SIP layers (P. 3, Para. 28-30). At the time the invention was made, one of ordinary skill 
in the art would have added SIP to Kozdon and Flockhart in order to enable dynamic service 
downloading (P. 4, Para 39). 

15. Claims 5, 11, 17, 23, 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kozdon and Flockhart as appUed to claims 1, 4, 7, 10, 13, 16, 19, 22, 25, 28 above, and further in 
view of Hazenfield (5,991,374). 

16. For claims 5, 1 1, 17, 23, and 29, Kozdon and Flockhart do not expressly disclose that the 
selected content is specified in a header of Session Initiation Protocol message from the first 
cUent to the server. Hazenfield teaches a method (abstract) of selecting and generating content 
for music-on-hold systems (col. 1, line 1 - col. 2, line 65) using such identification codes (col. 5, 
18-40). At the time the invention was made, one of ordinary skill in the art would have added 
the selected content header to Kozdon and Flockhart in order to more efficiently remotely 
program the message playback (col. 1, line 65 - col. 2, line 15). 
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Conclusion 

17. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. They relate to various teachings on hold content technologies and on connection of 
phones to content servers. 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FBVAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time poUcy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melvin H. Pollack whose telephone number is (571) 272-3887. 
The examiner can normally be reached on 8:00-4:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Valencia Martin- Wallace can be reached on (571) 272-6159. The fax phone number 
for the organization where this apphcation or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or PubHc PAIR. Status infonnation for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

MHP 

20 July 2005 
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